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W9rWwfi/e Inteilectual Property Matters • Patents • Trademarks 
Litigation • Copyrights " US. and Foreign Portfolio Management 
Computer and Internet Law ♦ 7>arfe Secrets • Unfair Competition 

JUL « ^ '^^'J 



To: 



Examiner Lv T, Tran 



From: Rebecca Schow 



9^0 



2004 



Fax: (703) 872-9306 



Phone: 



pate: July 27, 2004 



Re: 



10/616,668 



Atipmey Docket No.: 10012473-3 



la Urgent 13 For Review □ Please Comment □ Please Reply □ Please Recycle 

This message is intended only for the use of the individual or entity to which it is addressed and may 
contain Infonriatlon that is privileged, confidential, and exempt from disclosure under applicable laws. 
If the reader of this message is not the intended recipient or the employee or agent responsible for 
delivering the message to the intended recipient, you are hereby notified that any dissemination, 
distribution, or copying of this communication is strictly prohibited. If you have received this 
communication In error, please notify us immediately by telephone and return original message to us 
at the above address via U.S. Postal Service. 
Thank you. 

The attached Terminal Disclaimer filed herewith is to complete the Amendment 
for Serial No. 10/616.668, which was filed with the U.S. Patent & Trademark ofHce on 
May 6. 2004. 

Respectfully submitted, 



DATE: 27 July 2004 




L. Nicliors ^ 



Registration No. 40,326 
Rader Fishman & GrauerPLLC 
River Perk Corporate Contor One 
10653 S. River Front Parkway, Suite 150 
South Jordan, Utah 64095 
(a0iy572-8066 '-(801) 572-7666 (fax) 



Transmitted, herewith, are the following documents: 

1, Facsimile Cover Sheet (1 page) 

2, Certificate of Transmission (1 page) 

3- Terminal Disclaimer to Obviate a Double Patenting Rejection 
Over a Prior Patent (2 pages) 

4. Duplicate copy of Terminal Disclaimer to Obviate a Double 

Patenting Rejection Over a Prior Patent (2 pages) 

5. Petition for a 3-mQnth extension of time (1 page) 

6. Duplicate Copy of Petition for a 3-month extension of time (1 page) 



• 10653 S.WiverFrantPkwy-, Suite 150, South Jordan, XJT 84095 Tel: (801) 572-0185 Fax: (801) 572-7666 • 

www>radc?rifishitmn.cQm 
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PTO/SB;97<0a-03) 
Approved for use through 07/31/2000. 0MB 0651-0031 
U. S. Patent and Tr^emark COTgq; U.S. DEPARTMENT OF COMMERCE 
Underthe PopenMOik RcductiOA Act of 1 9S3. no persons are reouirtd to respond to o pollection of infaymation unless it dteplaya a vaCd QMB can1ro< numbei 



Application No. : 10/616.668 Attorney Docket No.: 10012473-3 



Certificate of Transmission under 37 CFR 1.8 



I hereby certify that this correspondence Is being facsimile transmitted to the United 
States Patent and Trademark Office to Examiner Ly T. Tran at 703-872-9306. 



on July:i7, 2004 ^ . 

Date 

Total number of pages transmitted; 8 




Rebecca R. Schow 

Typed or printed name of person signing Certificate 



Note: Each paper must have its own certificate of transmission, or this oertificate must 
Identify each submitted paper. 

Transmitted, herewith, are the following documents: 

1 • Facsimile Cover Sheet (1 page) 
2, Certificate of Transmission (1 page) 
- - 3. Terminal Disclaimer to Obviate a Double Patenting Rejec^dh 
Over a Prior Patent (2 pages) 

4. Duplicate copy of Terminal Disclaimer to Obviate a Double 
Patenting Rejection Over a Prior Patent (2 pages) 

5. Petition for a 3-month extension of time (1 page) 

6. Duplicate Copy of Petition for a 3-month extension of time (1 page) 
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HBA^LETT-mCKARD COMPANY PATENT APPLICATION 

Intellectual property Admintetratlon 

P, O. Box 272400 ATTORNEY DOCKET NO. 10012473-3 

Fort Oollins, Colorado 80527-2400 

IN THE 

UNITB> STATES PATENT AND TRADEMARK OFHCE 

lnventor(s): Bruce Q. Johnson Confi'imation No. : 269 9 

Application No.: 10/61 6.668 BcamlnenTRAN. Ly T. 

Filing Date: July 9. 2003 Group Art Unit 2fl53 

Title: Inkjet Printing System with an intermediate Transfer Member Between the Print Engine 

and Frfnt Medium 

Commissioner for Patents 
PO Box 1450 

Alexandria, VA 2231 3-1 450 

TERMINAL DISCLAIMER 
RESPONSiVETO A DOUBLE PATPJTING REJECTION 

Sir: 

Petitioner, Hewlett-Packard Development Company, L.P. is the owner of 100 percent Interest 
in the instant application. Petitioner hereby disclaims, except as provided below, the terminal part of 
the statutory term of any patent granted on the instant application, which would extend beyond the 
expiration date of the full statutory term defined In 36 U.S.C. 164 to 158 and 173 as shortened by 
any terminal disclainner of prior Patent No. p,RaQ , fty7 to Hewlett-Packard Development 
Company. L P. which issued on Oct, 28 , 2003 ^"^ »s commonly owned by Petitioner. 

l=>etitloner hereby agrees that any patent so granted on the instant application shall be enforceable 
only for and during such period that it and the prior patent are commonly owned. This agreement 
runs with any patent granted on the instant application and is binding upon the grantee, its 
successors or assigns. 



In making the above disclaimer, petitioner does not disclaim the terminal part of any patent 
granted on the instant application that would extend to the expiration date of the full statutory term 
as defined in 35 U.S.C. 154 to 156 and 173 of the prior patent as shortened by any terminal 
disclaimer filed prior to the patent grant. In the event that any such granted patent: expires for 
failure to pay a maintenance fee, is held unenforceable, is found invalid by a court of competent 
Jurisdiction,- Is- statutorily disclaimed in whole or terminally disclaimed' under 37 CFRl .321, has iail 
claims canceled by a reexamination certificate, is reissued, or is in any manner terminated prior to the 
expiration of Its full statutory term as shortened by any terminal disclaimer filed prior to its grant, 

For^ submissions on behalf of an organization (e.g., corporation), the undersigned is 
empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both under Section 1001 of Title 18 of the United States Code and that 
such willful false statements may jeopardize the validity of the application or any patent issued 
thereon. 
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TBUVKINAL DISCLAIM» - DOUBLE PATB^ING 
(oontinued) 



ATTORNEf DOCKET HO. 10012473-3 



Please charge the required fee set forth in 37 CFR 1.20(d) of $110.00 to Deposit Account 
08-2025. At any time during the pendency of this application, please charge any fees required or 
credit any overpayment to Deposit Account 08-2025 pursuant to 37 CFR 1.25. Additionally please 
charge any fees to Deposit Account 08-2026 under 37 CFR 1.16 through 1.21 Inclusive, and any other 
sections in Title 37 of the Code of Federal Ragulatlons that may regulate fees. 



(Note: An attorney or agent of record must sign this daaument,) 



i > 



1 hereby certify that this conBspondence is being 
deposited with the United States Fbsta) Service as 
first class mail tn an envelope addressed to: 
Commissioner for Patents, Alexandrlai VA 
22313-1450. D^e of Deposit: 



Respectfully submitted, 



(X) 



I hereby certify that this paper is being transmitted 
to the Ratent and Trademark Office facsimile 
numhftr f7p3\ 872-6306 On July 27. 2PP4 



OR 




Steven L Nichols 




Number of |>ages: s 



Attorney/Agent for Appllcant(s) 
Fteg, No. 40,326 

Date: July 27, 2004 



Telephone No.: (801) 672-8066 
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HB^LETT-mCKARD COMPANY 

Inteltectual R-operty Administration 
P. a Box 272400 



DUPLICATE 



ATTORNET DOCKET HO. 



PATENT APPLICATION 



10012473-3 



Port OMIlne, Oolorado 80527-2400 



IN THE 

MTTB} STATES PATENT AND TRADEMARK OFRCE 



lriventor(s): 



Bruce O* Johnson 



Confinnatfon No.: 2599 



Applfcatron No.: 10/61 6,668 



BcaminerTRAN. Ly T. 



Frling Date: 



July 9, 2003 



Group Art Unit: 2853 



Title: 



Inkjet Prmting System with an Intermediate Transfer Member Between the Print Engine 
end Print Medium 



Commissioner for Patents 
PO Box 1450 

Alexandria^ VA 2231 3-1 450 



TERM IN AL DI5CU\IM ER 
RESPONSIVE TO A DOUBLE PATENTING REJECTION 



Sin 



Petitioner, Hewlett-Packard Development Company, LP. Is the owner of 100 percent interest 
in the instant application. Petitioner hereby disclaims, except as provided below, the terminal part of 
the statutory term of any patent granted on the instant application, which would extend beyond the 
expiration date of the full statutory term defined in 35 U.S-C. 154 to 156 and 173 as shortened by 

any terminal disclaimer of prior Patent No. e e 39,5^7 to Hewlett-Packard Development 

Company, LP. which Issued on p^t ?nnq and is commonly owned by Petitioner. 

Petitioner hereby agrees that any patent so granted on the instant application shall be enforceable 
only for and during such period that it and the prior patent are commonly owned. This agreement 
runs with any patent granted on the instant application and is bindmg upon the grantee, its 
successors or assigns. 

In making the above disclaimer, petitioner does not disclaim the terminal part of any patent 
granted on the Instant application that would extend to the expiration date of the full statutory term 
as defined in 35 U.S.C. 154 to 166 and 173 of the prior patent as shortened by any terminal 
disclaimer filed prior to the patent grant, in the event that any such granted patent: expires for 
failure to pay a maintenance fee, is held unenforceable, is found invalid by a court of competent 
jurisdiction, is statutorily disclaimed in whole or term ina fly disclalm_ed _under__37„CER 1.32 1,_has all 
claims canceled by a reexamination certificate. Is reissued, or is In any manner terminated prior to the 
expiration of Its full statutory term as shortened by any terminal disclaimer filed prior to its grant. 

For submissions on behalf of an organization (e.g., corporation), the undersigned is 
empowered to act on behalf of the organization. 

[ hereby declare that all statements made herein of my own knowledge are true and that ail 
statements made on Information and belief are believed to be true:. and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both under Section 1001 of Title 18 of the United States Code and that 
such willful false statements may leopardlze the validity of the application or any patent issued 
thereon. 

in^ia rr^vmDhlt Psmfs 1 of 2 
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rajMINM-DISCI^ ^^"^^^^UPLI C/ff^&^^ DOCKET NO. 10012473^ 



Pleese charge the required fee set forth in 37 CFR 1.20(d) of $1 10.00 to Deposit Account 
08>2025. At any time during the pendency of this application, please oharge any fees required or 
credit any overpayment to Deposit Account 08-2025 pursuant to 37 CFR 1.25. Additionally please 
charge any fees to Deposit Account 08-2026 under 37 CF=R 1 .16 through 1.21 inclusfve, and any other 
sections In Title 37 of the Code of Federal Regulations that may regulate fees. 

(Ni^to: An attorney or agant of /eoord muGt sfgn this aocufmnt.) 



^ ^ I hereby certify that this correspondsnca Is belhg 
deposited w ith the United States Postal Sorfice as 
first otase mall in an envdope addressed to: 
Oommbsioner for Patents, Alexandria VA 

22313-1450. Dale of Deposit: 

OR 

(X) J he'eby certify that this paper Is being transmitted 
to the Patent and Trademaric Office fees Imile 
numbBr,.(703) 872^3 W on ,JtfV27,2P04 



Number of pages: a 




Respectfully submitted. 
Bru|8iQ^ Johnson 3^ 

Steven L Nichols 

Attorney/Agent for Applicant(e) 
Reg. No. 40,326 

Date: July 27. 2004 
Telephone No.: (801) 572-8066 
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